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DETAILED ACTION 

Applicant (or the assignee of this application if the assignee has undertaken the 
prosecution of the application) is required under 37 CFR 1.105 to provide the following 
information that the examiner has determined is reasonably necessary to the examination of this 
application. 

There are numerous other co-pending applications and issued patents, which disclose and 
claim very similar and/or identical subject matter. In accordance with 37 CFR 1.105 and MPEP 
704.1 1(a) subsection G, applicant (or the assignee) is respectfully requested to disclose all co- 
pending applications and related patents (please see the non-exhaustive list below of applications 
and issued patents that the USPTO believes may be related) and identify the specific claims of 
those applications and/or patents which may present double patenting issues with the instant 
application claims. This requirement is reasonably necessary to examination because, based on 
an initial review of the applications, there is a significant degree of overlap in claimed subject 
matter, thus requiring an analysis of commonality of claimed subject matter to determine 
patentability under 35 USC 101 double patenting and/or obviousness type double patenting. For 
example, claim 23 of application serial number 10/428,461 differs from claim 1 of application 
serial number 10/620,231 in only the obvious variation instructions allowing selection of 
reference tooth and instructions for aligning the images and claims 15-22 of application serial 
number 1 1/133,996 differ from claims 8 and 10-15 of application serial number 10/620,231 in 
only the obvious variation of the steps of selecting a treatment plan, monitoring the progress and 
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evaluating the progress. Because the applicant (or the assignee) is presumably.far more 
cognizant of the contents of the claims in these applications than any Office staff, and has access 
to the source documents by which such comparison could be done better than within the Office, 
it is reasonable to require the applicant to provide the information needed to determine the 
commonality among the claims. 



Should applicant (or the assignee) believe that Double Patenting exists, then applicant (or 
the assignee) is invited to file Terminal Disclaimers and/or amend the currently pending claims 
in the interest of expediting the prosecution of the current application. Applicant (or the 
assignee) should note that a terminal disclaimer is effective to overcome an obviousness type 
double patenting rejection, but will not overcome a "same type" double patenting rejection under 
35U.S.C. 101. 



Non-exhaustive list of possible related co-pending applications and patents: 

09/451,560 
09/451,564 
09/451,609 
09/451,637 
09/452,031 
09/452,033 
09/452,038 
09/560,127 
09/560,129 
09/560,130 
09/560,134 
09/560,641 
09/560,642 
09/560,643 
09/834,412 
09/834,413 
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09/835,039 
10/137,495 
10/280,758 
10/340,404 
10/414,542 
10/428,461 
10/429,074 
10/429,123 
10/607,901 
10/620,231 
10/684,252 
10/791,440 
10/847,004 
10/951,119 
11/010,618 
11/010,776 
11/010,994 
11/074,423 
11/133,996 
11/135,143 
11/285,629 
11/293,536 

Priority 

Applicant's reference to the prior applications is incomplete. The specification should be 
amended so as to set forth the parent data for application serial number 09/834,412. 

Claim Rejections - 35 USC§102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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Claims 16-63, 71-75, and 82-86 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Chishti et al (United States Patent No. 6,227,850). 

Chishti et al. disclose an orthodontic treatment planning workstation comprising a 
computing platform having a graphical user interface 2000, a processor and a computer storage 
medium containing digitized records including patient image data, text data pertaining to the 
patient, and virtual models of said patient's dentition in (1) an initial state, and (2) a treatment 
set-up state. The computer storage further includes a set of software instructions providing 
graphical user interface tools for access to the digitized records for planning orthodontic 
treatment of the patient, and a set of computer instructions providing a set of evaluation tools for 
a user to evaluate, with reference to the patient image data and text data, the treatment set-up 
state against boundary conditions for treatment of the patient and whether the tooth positions in 
the treatment set-up corresponds to the treatment goals for the patient. Chishti et al. further 
disclose related methods of using the system including providing communication features. 

Claims 1-86 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by Chishti et 
al. (United States Patent Publication No. 2002/0064748). 

Chishti et al. disclose an orthodontic treatment planning workstation comprising a 
computing platform having a graphical user interface, a processor and a computer storage 
medium containing digitized records pertaining to a patient. The digitized records include image 
data, text data, and a set of software instructions providing graphical user interface tools for 
providing a user with access to the digitized records for planning orthodontic treatment of a 
patient. The set of instructions include; a) allowing the user to interactively create a proposed set- 
up for treatment of the patient, the proposed set-up comprising a proposed three-dimensional 
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position of the dentition and the surrounding crainofacial structure; and b) evaluation instructions 
providing a series of predetermined steps for guiding a user to interactively evaluate the 
proposed set-up, wherein the predetermined steps comprise steps for 1) evaluation of the 
proposed set-up against boundary conditions for treatment of the patient, the boundary 
conditions including a least a midline, an occlusal plane, a fixed reference object, and an arch 
form, and 2) evaluation of whether the tooth positions in both arches, and the inter-arch 
relationship, of the proposed set-up correspond to the treatment goals for the patient. 

Claims 1-70 and 76-86 are rejected under 35 U.S.C. 102(e) as being clearly anticipated 
by Doyle et al. (United States Patent No. 5,879,158). 

Doyle et al. disclose an orthodontic treatment planning workstation comprising a 
computing platform having a graphical user interface, a processor and a computer storage 
medium containing digitized records pertaining to a patient. The digitized records include image 
data, text data, and a set of software instructions providing graphical user interface tools for 
providing a user with access to the digitized records for planning orthodontic treatment of a 
patient. The set of instructions include; a) allowing the user to interactively create a proposed set- 
up for treatment of the patient, the proposed set-up comprising a proposed three-dimensional 
position of the dentition and the surrounding crainofacial structure; and b) evaluation instructions 
providing a series of predetermined steps for guiding a user to interactively evaluate the 
proposed set-up, wherein the predetermined steps comprise steps for 1) evaluation of the 
proposed set-up against boundary conditions for treatment of the patient, the boundary 
conditions including a least a midline, an occlusal plane, a fixed reference object, and an arch 
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form, and 2) evaluation of whether the tooth positions in both arches, and the inter-arch 
relationship, of the proposed set-up correspond to the treatment goals for the patient. 

Claims 1-86 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Andreiko 
et al. (United States Patent No. 5,368,478). 

Andreiko et al. disclose an orthodontic treatment planning workstation comprising a 
computing platform having a graphical user interface, a processor and a computer storage 
medium containing digitized records pertaining to a patient. The digitized records include image 
data, text data, and a set of software instructions providing graphical user interface tools for 
providing a user with access to the digitized records for planning orthodontic treatment of a 
patient. The set of instructions include; a) allowing the user to interactively create a proposed set- 
up for treatment of the patient, the proposed set-up comprising a proposed three-dimensional 
position of the dentition and the surrounding crainofacial structure; and b) evaluation instructions 
providing a series of predetermined steps for guiding a user to interactively evaluate the 
proposed set-up, wherein the predetermined steps comprise steps for 1) evaluation of the 
proposed set-up against boundary conditions for treatment of the patient, the boundary 
conditions including a least a midline, an occlusal plane, a fixed reference object, and an arch 
form, and 2) evaluation of whether the tooth positions in both arches, and the inter-arch 
relationship, of the proposed set-up correspond to the treatment goals for the patient. 

Claims 1-86 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by Chishti et 
al. (United States Patent No. 6,406,292). 

Chishti et al. disclose an orthodontic treatment planning workstation comprising a 
computing platform having a graphical user interface, a processor and a computer storage 
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medium containing digitized records pertaining to a patient. The digitized records include image 
data, text data, and a set of software instructions providing graphical user interface tools for 
providing a user with access to the digitized records for planning orthodontic treatment of a 
patient. The set of instructions include; a) allowing the user to interactively create a proposed set- 
up for treatment of the patient, the proposed set-up comprising a proposed three-dimensional 
position of the dentition and the surrounding crainofacial structure; and b) evaluation instructions 
providing a series of predetermined steps for guiding a user to interactively evaluate the 
proposed set-up, wherein the predetermined steps comprise steps for 1) evaluation of the 
proposed set-up against boundary conditions for treatment of the patient, the boundary 
conditions including a least a midline, an occlusal plane, a fixed reference object, and an arch 
form, and 2) evaluation of whether the tooth positions in both arches, and the inter-arch 
relationship, of the proposed set-up correspond to the treatment goals for the patient. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Todd E. Manahan whose telephone number is 571 272- 4713. 
The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on 571 273-4720. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Todd E. Manahan 
Primary Examiner 
Art Unit 3732 



T.E. Manahan 
16 February 2006 





